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earned patent term adjustment. See 37 CFR 1.704(b). 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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5) D Claim(s) is/are allowed. 

Q)M Claim (s) 1-22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10)13 The drawing(s) filed on 06 February 2001 is/are: a)D accepted or b)KI objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Claims 1 -22 of the application have been examined. 

Information Disclosure Statement 

2. Acknowledgment is made of the information disclosure statements filed on March 
22, 2001 and August 21 , 2002 together with copies of the patents and papers. The 
patents and papers have been considered in reviewing the claims. 

Drawings 

3. The drawings are objected to; see a copy of Form PTO-948 for an explanation. 

Specification 

4. The disclosure is objected to because of the following informalities: 

Page 4, Lines 17-18, "that are unnecessary for testing custom and semi-custom 
ICs, which usually relative low gate count" appears to be incorrect and it appears that it 
should be "that are unnecessary for testing custom and semi-custom ICs, which have 
usually relative low gate count". 
Appropriate correction is required. 
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Claim Objections 

5. The following is a quotation of 37 C.F.R § 1 .75 (d)(1 ): 

The claim or claims must conform to the invention as set forth in the remainder of the 
specification and terms and phrases in the claims must find clear support or antecedent basis in 
the description so that the meaning of the terms in the claims may be ascertainable by reference 
to the description. 

6. Claim 3 is objected to because of the following informalities: 

Claim 3, Line 1, "The ISD according to claim 1, wherein is using a Universal Test 
& Operations Physical Interface to ATM (UTOPIA) interface" appears to be incorrect 
and it appears that it should be "The ISD according to claim 1 , wherein interface 
software is using a Universal Test & Operations Physical Interface to ATM (UTOPIA) 
interface". 

Appropriate correction is required. 

Claim Interpretations 

7. In Claim 3, Line 1, "The ISD according to claim 1, wherein is using a Universal 
Test & Operations Physical Interface to ATM (UTOPIA) interface" is interpreted as "The 
ISD according to claim 1, wherein the interface software is using a Universal Test & 
Operations Physical Interface to ATM (UTOPIA) interface". 



Claim Rejections - 35 USC § 102 
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8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effect under this subsection of a national application published under section 122(b) 
only if the international application designating the United States was published under Article 21(2)(a) of such 
treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that a patent shall not be deemed filed in the United States for the purposes of this 
subsection based on the filing of an international application filed under the treaty defined in section 351(a). 



9. Claims 1, 2, 6, 7, 9, 10, 14, 16, 17 and 22 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Lin et al. (U.S. Patent 6,389,379). 



9.1 Lin et al. teaches coverification system and method. Specifically, as per claim 1, Lin et 
al. teaches an In-system-Developer (ISD) for developing a customized integrated circuit (IC) 
for use in an external system while connected to the external system (Fig 1; Fig 3; Abstract, L6- 
8; CL3, L52-61); the ISD comprising: 

a development board for holding an IC core, the development board having a one or more 
ports for transmitting data and signals to and from the IC core (Fig 1; Fig 3; Abstract, LI 6- 
18; Abstract, LI 9-21; CL24, L4-27; Fig 22); 

a data processing system coupled to the development board (Fig 1; Fig 3); 

hardware descriptor language (HDL) software capable of being executed by the data 
processing system to configure the IC core to form the IC (Fig. 26-29; CL28, LI 5- 19); 
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at least one input-output (10) cable coupling the ports to the external system for 
transmitting data from the external system to the IC core and transmitting signals from the IC 
core to the external system (Fig. 10; CL46, L46-57); and 

interface software having program code adapted to translate Register Transfer Level 
(RTL) code to code used by the HDL software, thereby enabling the design to be tested as it is 
being developed (CL28, L15-19; CL28, L58 to CL29, L13; CL54, L18-31; CL45, L31-37). 

Per claim 2: Lin et al. teaches that the interface software further comprises program 
code adapted to assign predetermined signal in the RTL code to predetermined ports on the 
development board (Fig 21 and 22(1); CL66, L29-59; CL77, L46-56; CL80, LI -40). 

Per claim 6: Lin et al. teaches that the interface software comprises program code 
adapted to enable designating ports on the development board to be monitored (Fig 21 and 22(1); 
CL66, L29-59; CL77, L46-56; CL80, LI -40). 

Per claim 7: Lin et al. teaches that the interface software comprises program code 
adapted to enable designating an output to be recorded in a VCD file (CL47, L55-63). 

9.2 As per Claims 9, 10 and 14, these are rejected based on the same reasoning as Claims 1, 2 
and 7 supra. Claims 9, 10 and 14 are method claims reciting the same limitations as Claims 1, 2 
and 7, as taught throughout by Lin et al. 
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9.3 As per Claims 16, 17, 21 and 22, these are rejected based on the same reasoning as 
Claims 1, 2, 6 and 7 supra. Claims 16, 17, 21 and 22 are computer program product claims 
reciting the same limitations as Claims 1, 2, 6 and 7, as taught throughout by Lin et al. 



Claim Rejections - 35 USC § 103 



10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

11. Claims 3, 1 1 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lin 
et al. (U.S. Patent 6,389,379) in view of Kejriwal et al. (U.S. Patent 6,704,794). 
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11.1 As per claim 3, Lin et al. teaches the ISD of claim 1 . Lin et aL does not expressly 
teach that the interface software is using a Universal Test & Operations Physical Interface for 
ATM (UTOPIA) interface and wherein the interface software is adapted to translate UTOPIA 
RTL code. Kejriwal et al. teaches that the interface software is using a Universal Test & 
Operations Physical Interface for ATM (UTOPIA) interface and wherein the interface software 
is adapted to translate UTOPIA RTL code (CL3, L25-43; CL21, L62 to CL22, L9), because cells 
are data used to transport data packets through a network and various interfaces in packet 
passage through the ports may be implemented using UTOPIA based interface (CL3, L37-44). It 
would have been obvious to one of ordinary skill in the art at the time of Applicants' invention to 
modify the ISD of Lin et aL with the ISD of Kejriwal et ah that included the interface software 
using a Universal Test & Operations Physical Interface for ATM (UTOPIA) interface and 
wherein the interface software was adapted to translate UTOPIA RTL code. One would be 
motivated because cells were data used to transport data packets through a network and various 
interfaces in packet passage through the ports might be implemented using UTOPIA based 
interface. 

1 1 .2 As per Claims 1 1 and 1 8, these are rejected based on the same reasoning as Claim 3, 
supra. Claims 1 1 and 18 are method and computer program product claims reciting the same 
limitations as Claim 3, as taught throughout by Lin et al. and Kejriwal et al. 



12. Claims 4, 5, 12, 13, 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lin et al. (U.S. Patent 6,389,379) in view of Stapleton et al. (U.S. Patent 6,106,565). 
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12.1 As per claims 4 and 5, Lin et aL teaches the ISD of claim 1. Lin et al. does not 
expressly teach that the interface software comprises program code adapted to enable assigning a 
clock speed for the IC core; and program code adapted to determine if the IC core is capable of 
operating at the assigned clock speed. Stapleton et al. teaches that the interface software 
comprises program code adapted to enable assigning a clock speed for the IC core; and program 
code adapted to determine if the IC core is capable of operating at the assigned clock speed 
(CL2, L38-41; CL5, L65 to CL6, L9), because the emulated processor operates at different clock 
speed from the emulating processor and the development system (ISD) includes a clock circuit 
for generating requisite clock frequencies (CL2, L38-41). It would have been obvious to one of 
ordinary skill in the art at the time of Applicants' invention to modify the ISD of Lin et al. with 
the ISD of Stapleton et al. that included the interface software comprising program code 
adapted to enable assigning a clock speed for the IC core; and program code adapted to 
determine if the IC core was capable of operating at the assigned clock speed. One would be 
motivated because the emulated processor would operate at different clock speed from the 
emulating processor and the development system (ISD) would include a clock circuit for 
generating requisite clock frequencies. 

12.2 As per Claims 12, 13, 19 and 20, these are rejected based on the same reasoning as 
Claims 4 and 5, supra. Claims 12, 13, 19 and 20 are method and computer program product 
claims reciting the same limitations as Claim 3, as taught throughout by Lin et al. and Stapleton 
et al. 
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13. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lin et al. (U.S. 
Patent 6,389,379) in view of Butts et al. (U.S. Patent 6,002,861). 

13.1 As per claim 8, Lin et al. teaches the ISD of claim 1 . Lin et al. teaches that IC core is 
selected from a group consisting of Field Programmable Gate Arrays (Fig. 10, Item 325; CL24, 
L28-31; CL45, L63-64; CL70, L46-50). Lin et al. does not expressly teach that IC core is 
selected from a group consisting of Electronically Reconfigurable Gate Arrays. Butts et ah 
teaches that IC core is selected from a group consisting of Electronically Reconfigurable Gate 
Arrays (Abstract, LI -10; CL1, L21-24), because the reconfigurable interconnect permits the 
digital network realized on the interconnect chips to be changed at will suited for simulation and 
emulation (Abstract, L5-10), to permit fast and detailed analysis of a logic circuit's operation 
(CL1, L29-30). It would have been obvious to one of ordinary skill in the art at the time of 
Applicants' invention to modify the ISD of Lin et al. with the ISD of Butts et al. that included 
IC core selected from a group consisting of Electronically Reconfigurable Gate Arrays. One 
would be motivated because the reconfigurable interconnect would permit the digital network 
realized on the interconnect chips to be changed at will suited for simulation and emulation to 
permit fast and detailed analysis of a logic circuit's operation. 

14. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lin et al. (U.S. 
Patent 6,389,379) in view of Takahashi et al. (U.S. Patent 6,061,283), and further in view of 
Buckley, JR (U.S. Patent Application 2002/0078424). 
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14. 1 As per claim 15, Lin et al. teaches the method of claim 9. Lin et al. teaches that test 
bench components control simulation/emulation by reading test vectors, checking changes in 
value, performing value change dump, checking constraints on signal values and writing out test 
vectors (CL29, L57-66). 

Lin et al. does not expressly teach the step of generating a test bench using data in the 
VCD file to enable self-checking of the IC core. Takahashi et al. teaches creating test pattern 
data from the value change dump file (CL2, L54-65), so the test patterns can be debugged using 
the test simulator prior to use in test of the LSI device (CL2, L66 to CL3, L8). It would have 
been obvious to one of ordinary skill in the art at the time of Applicants' invention to modify the 
method of Lin et al. with the method of Takahashi et al. that included creating test pattern data 
from the value change dump file. One would be motivated because that would allow the test 
patterns to be debugged using the test simulator prior to use in test of the LSI device. 

Buckley, JR teaches creating a design verification test bench using the test patterns 
generated by the Automatic test pattern generator (ATPG) and pre-existing test bench HDL 
design templates suitable for the identified circuit classes (Page 1, Para 0001 and Para 0005), 
because that allows creation of complex tests automatically, rapidly and in volume and relatively 
free of error, enabling bringing a large design up to speed as rapidly as possible (Page 1, Para 
0004 and Para 0008). It would have been obvious to one of ordinary skill in the art at the time of 
Applicants' invention to modify the method of Lin et al. with the method of Buckley, JR that 
included creating a design verification test bench using the test patterns generated. One would 
be motivated because that would allow creation of complex tests automatically, rapidly and in 
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volume and relatively free of error, enabling bringing a large design up to speed as rapidly as 
possible. 

Conclusion 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Kandasamy Thangavelu whose telephone number is 
703-305-0043. The examiner can normally be reached on Monday through Friday from 
8:00 AM to 5:30 PM. 

If attempts to reach examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Teska, can be reached on (703) 305-9704. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or 




